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REMARKS 

The Office Action mailed September 15, 2003 (Paper No. 0903) has been carefully 
reviewed and the foregoing amendments are made in response thereto. In view of the following 
remarks, Applicants respectfully request reconsideration and reexamination of this application 
and the timely allowance of the pending claims. 

Status of the Claims 

Claims 1-9 are pending in the instant application. Claims 10-20 have been canceled. 

The Rejection of Claims 1-2 and 5-9 under 35 U.S.C. $ 102(e) 

A. Claims 1-2 and 5-9 are rejected under 35 U.S.C. 102 (e) as being anticipated by 
Hashimoto et al (U.S. Patent No. 5,776,672, issued July 7, 1998). 

The Office Action alleges that there is no difference between the "base plate" disclosed in 
the '672 patent and the chip required by the pending claims. In a recent Federal Circuit case, the 
Court stated that dictionaries provide guidance for interpreting the plain meaning of a claim 
term. Texas Digital Sys. v. Telegenix Inc., 308 F.3d 1 193, 1202 (Fed. Cir. 2002) (Dictionaries, 
encyclopedias and treatises are particularly useful resources to assist the court in determining the 
ordinary and customary meanings of claim terms.) Accordingly, Applicants respectfully point 
out that the chip required by the claims is not the same as the base plate disclosed in the '672 
patent. For instance, the only examples of a base plate provided in the ' 672 patent are in 
Examples 30 & 31, which discuss a graphite surface 5 cm x 5 cm in size and a glass plate 5 cm x 
5 cm in size, respectively. Figure 6 shows a schematic diagram of the 5 cm x 5 cm graphite 
surface used in Example 30. The definition of a chip found in the American Heritage Dictionary 
is "a minute slice of a thin semiconducting material processed to have specified electrical 
characteristics.' , The American Heritage College Dictionary, Second Edition, Copyright 1985, 
page 267. The base plate disclosed in the '672 patent cannot be equated with a chip because it is 
not a minute slice of a semiconducting material. Something that is minute is exceptionally small 
or tiny. It would be unreasonable to assert that a 5 cm x 5 cm plate is exceptionally small or tiny. 
Applicants note that the passage quoted in the Office Action (page 4) as describing the chip 
recited in the claims acknowledges that it is a "small substrate surface." 
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Accordingly, Applicants respectfully request the withdrawal of the rejection of claims 1, 
2, and 5-9 over the '672 patent. 

B. Claims 1-9 are rejected under 35 U.S.C. § 102(e) as being anticipated by U.S. Patent 
6,342,359 to Lee et al (the '359 patent). 

Applicants respectfully point out that the '359 patent does not disclose the claimed 
invention. The '359 patent discloses immobilizing a probe DNA and an 

2+ 2~t~ 

electrochemiluminescent material (which can be derivatives of Ru(bpy)3 or Os(bpy)3 ) on a 
chip followed by exposure to a target DNA and then a solution of an intercalating agent to 
generate electrochemiluminescence. Claim 1, however, requires exposure of the 
electrochemiluminescent reaction fluid to the chip after the probe DNA has been hybridized with 
a target DNA and intercalated with an intercalating agent. This is specified in step (d) of claim 
1 , which states "introducing an electrochemiluminescent reaction fluid into the chip having the 
hybridized DNA with an intercalated intercalator Unlike the claimed invention, the '359 patent 
requires the electrochemiluminescent material to be immobilized on the chip. Accordingly, since 
the '359 patent does not disclose each of the steps recited in the claimed invention, the '359 
patent does not anticipate the claimed invention. 

Applicants respectfully request withdrawal of the rejection of claims 1-9 as being 
anticipated by the '359 patent. 

Rejection of the Claims Under $ 103(a) 

Claim 4 is rejected under 35 U.S.C. § 103 as being unpatentable over U.S. Patent 
5,776,672 to Hashimoto et al (the '672 patent) in view of U.S. Patent 6,264,825 to Blackburn et 
al (the '825 patent). 

The '672 patent has been discussed above. Again, the '672 patent does not teach 
immobilizing DNA on a chip. The '825 patent does not cure the deficiencies of the '672 patent 
because there is no motivation to combine the patents. The '825 patent is directed to target 
binding and detection by electronic means. The '825 patent does not teach immobilizing DNA 
on a chip and detection of the immobilized DNA by electrochemiluminescence. Detection of 
DNA hybridization using the electronic transfer moiety as the electronic means, as described in 
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the '825 patent is not related to the detection of DNA hybridization by 
electrochemiluminescense. Accordingly, since the two references are directed to unrelated 
inventions, there is no motivation to combine the two references. 

Thus, Applicants respectfully request withdrawal of the rejection. 

Double Patenting Rejection 

Claims 1-8 remain rejected under the judicially created doctrine of obviousness type 
double patenting over the '359 patent discussed above. 

As discussed previously, the steps recited in the pending claims distinguish the invention 
over the '359 patent and make them patentably distinct. The claims of the 6 359 patent involve 
immobilizing the probe DNA and electrochemiluminescent material on a chip before introducing 
the intercalating agent. However, claim 1 requires the introduction of an 
electrochemiluminescent reaction fluid into the chip after the hybridized DNA has been 
intercalated with an intercalating agent. Unlike the '359 patent, the present invention does not 
immobilize the electrochemiluminescent material on a chip and does not expose the 
electrochemiluminescent material to the DNA until DNA has been intercalated with an 
intercalating agent. Thus, the claims of the pending application are patentably distinct from the 
claims of the '359 patent. 

Applicants respectfully request withdrawal of the rejection. 

Conclusion 

In view of the foregoing remarks, Applicants respectfully request withdrawal of all 
outstanding rejections and early notice of allowance to that effect. Should the Examiner believe 
that a telephonic interview would expedite prosecution and allowance of this application, she is 
encouraged to contact the undersigned at her convenience. 

Applicants believe that no fees are required with this filing, however, except for issue 
fees payable under 37 C.F.R. § 1.18, the Commissioner is hereby authorized by this paper to 
charge any additional fees during the entire pendency of this application including fees due under 
37 C.F.R. §§ 1.16 and 1.17 which may be required, including any required extension of time 
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fees, or credit any overpayment to Deposit Account No.50-03 10. This paragraph is intended to 
be a CONSTRUCTIVE PETITION FOR EXTENSION OF TIME in accordance with 37 
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MORGAN, LEWIS & BOCKIUS LLP 
1111 Pennsylvania Avenue, N.W. 
Washington, D.C. 20004 
Telephone: (202) 739-3000 
Facsimile: (202) 739-3001 



C.F.R. § 1.136(a)(3). 



Respectfully submitted, 



MORGAN, LEWIS & BOCKIUS LLP 



Dated: February 17, 2004 
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